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subjected U.S. patents to an unrelent-

ing attack over the last year. From
eBay to Medimmune and KSR, the Court
seems determined to weaken patent rights.
Not to be outdone, the United States Patent
and Trademark Office (the “PTO”) pro-
posed rules that arbitrarily limit the number
of continuations and requests for continued
examination (“RCEs”) that an Applicant
may file. As discussed below, the PTO’s
proposed rules governing appeal briefs
are yet another example of this disturbing
trend.

T he United States Supreme Court has

CURRENT RULES GOVERNING
APPEAL BRIEFS

The PTO’s administration of the current
rules governing appeal briefs seems to be
intended to frustrate Applicants and make
appeals more difficult and burdensome
than necessary. Currently, each appeal
brief requires the following sections:

Real party in interest;!

Related appeals and interferences;?
Status of claims;®

Status of amendments;*
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Summary of claimed subject matter;®

Grounds of rejection to be reviewed on
appeal;®

Argument;’

Claims appendix;?

Evidence appendix;® and
Related proceedings appendix.°

Most patent practitioners who have filed
appeal briefs within the past few years
probably have received a “Notification
of Non-Compliant Appeal Brief” at some
point. In general, the PTO requires an
Applicant to file a revised appeal brief for
a host of different reasons that often seem
overly stringent or even nit-picky. For
example, a Notification is sent if the origi-
nally filed appeal brief does not explicitly
indicate that a previously canceled claim
is “canceled” (despite the fact that the
brief does not list that claim as one being
appealed), or if the subheadings of 37
C.F.R. § 41.37(c)(1)(i) — (c)(1)(x) are not
listed verbatim in the brief.

On amore substantive level, at least some
Applicants have been forced to “map the
claims,” even through such a requirement
is not found within the rules. Many briefs
are returned because of a failure to properly
comply with 37 C.F.R. 8§ 41.37(c)(1)(i)(v),
which relates to the summary of claimed
subject matter. This section requires the
following:

A concise explanation of the sub-
ject matter defined in each of the
independent claims involved in the
appeal, which shall refer to the speci-
fication by page and line number,
and to the drawing, if any, by refer-
ence characters. For each indepen-
dent claim involved in the appeal
and for each dependent claim argued
separately under the provisions of
paragraph (c)(1)(vii) of this section,
every means plus function and step
plus function as permitted by 35
U.S.C. 112, sixth paragraph, must be
identified and the structure, material
or acts described in the specification
as corresponding to each claimed
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function must be set forth with refer-
ence to the specification by page and
line number, and to the drawing, if
any, by reference characters.

Therefore, as long as the claims are
not in means or step plus function format,
the rule states that an Applicant need
only provide a *“concise explanation of
the subject matter defined in each of the
independent claims involved in the appeal,
which shall refer to the specification by
page and line number, and to the drawing,
if any, by reference characters.” Some at
the PTO interpret this requirement to mean
that the Applicant must “map” the claims.
Indeed, some Notifications even state that
the Applicant did not properly “map the
claims,” despite the fact that this terminol-
ogy is nowhere to be found in the rule.

While at least some of the current rules
and procedures governing appeal briefs
may be viewed by some practitioners as
unnecessary, inefficient or even ridiculous,
the proposed rules for appeal briefs will
substantially increase the burdens and costs
imposed on Applicants. If codified, the pro-
posed rules will cause many Applicants to
forego appeals altogether, and this appears
to be the PTO’s primary motivation in
attempting to promulgate them.

PROPOSED RULES GOVERNING
APPEAL BRIEFS

The proposed rules are designed to
require an appeal brief to resemble a
Federal Circuit brief.

In some instances, the rules propose
to adopt practices similar to those of
the Court of Appeals for the Federal
Circuit. For example, an appendix
would be required, page limits would
be set, and a table of contents and a
table of authorities would be required
in briefs.”

In particular, an appeal brief under the
proposed rules would require the following:

(1) Statement of the real party in inter-
est, (2) statement of related cases, (3)
jurisdictional statement, (4) table of
contents, (5) table of authorities, (6)
status of claims, (7) status of amend-
ments, (8) rejections to be reviewed,
(9) statement of facts, (10) argument,
and (11) an appendix containing (a)
claims section, (b) claim support sec-
tion, (c) drawing analysis section, (d)
means or step plus function analysis






