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Ways to Protect Intellectual 
Property

• Patents
–Utility Patents
–Design Patents *

• Trademarks
• Copyrights
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EXAMPLES OF DESIGN 
PATENTS

Sporting Goods and 
Footwear
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Baseball-Related Design Patents
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Golf-Related Design Patents
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Fishing-Related Design Patents
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Football-Related Design Patents
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Soccer-Related Design Patents
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Sole Design
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Sandal Designs
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Nike Design Patents - Shoes
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U.S. Design Patents on The Rise

• Applications & Issuance ↑
• Wordlwide 

– E.U. ↑
– China ↑

• Why?
– Looks Matter
– More importance placed 

on design
– Insidious reason
– S.Ct. Commentary
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Recent Design Patent 
Infringement Awards

• Nike, Inc. v. Wal-Mart Stores, Inc. (shoes)
– $5.65 million and injunction

• Door-Master, Inc. v. Yorktowne, Inc. (cabinet 
doors)
– ~$1.0 million and injunction

• Braun, Inc. v. Dynamics Corp. of America
(blender)
– ~ $1.0 million and injunction

• Catalina Lighting Inc. v. Lamps Plus, Inc. 
(lightning fixture)
– ~ $900,000 and injunction
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DESIGN PATENT 
BASICS

Strategies and Pitfalls
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What does it protect?

• Appearance of the article of 
Manufacture
– Shape
– Surface Ornamentation
– Color
– Or Combination of all
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Statutory Requirements

THREE MAIN REQUIREMENTS
• Ornamental
• Novel
• Non-Obvious



McAndrews Held & Malloy 17
Christopher V. Carani
ccarani@mhmlaw.com

January 15, 2005

Yes, you can claim color
But be careful….
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Color Combinations - Contrast
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“Ornamental”? - Nuts and Bolts? 
YES!
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“Ornamental”…
Need not be beautiful…

• “the beauty and ornamentation 
requisite in design patents is not 
confined to such as may be found in 
the aesthetic or fine arts.”  In re 
Koehring, 17 C.C.P.A. 774, 37 F.2d 421, 
422 (CCPA 1930)

• TEST: Does the patent include “design 
choice(s)”?
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Example of Design Patent Item 
Held to be Invalid

NO “DESIGN” –Why? To fit 
into the key hole this is the 
way the blade must look

Best Lock Corp. v. Ilco 
Unican Corp., 94 F.3d 1563 
(Fed.Cir. 1997)
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Avoid Problem –
Include Ornamental Aspects

Key Handle + Key Blade Key Handle
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Hard Facts

• Filing to Issuance 12-18 month avg. 
• 35 U.S.C. § 282, Presumption of 

Validity
• One claim
• Duration: 14 years
• No Maintenance Fees
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Rocket Docket

Request to Expedite 
“Rocket Docket”

–37 C.F.R. § 1.155

–Seasonal Goods
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General Layout of Design Patent

• Title
• Specification
• Claim
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4 WAYS TO INCREASE SCOPE 
OF DESIGN PATENTS

• Broken Lines (“Dotted Lines”)
• Indeterminate Length
• Multiple Embodiments
• Multiple Applications 
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Broken Lines



McAndrews Held & Malloy 28
Christopher V. Carani
ccarani@mhmlaw.com

January 15, 2005

Use Broken Lines - Add Scope

Disclaim 
design of 

legs
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Disclaim Hardware – Add Scope
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Disclaim Hardware – Add Scope

DISCLAIM
HARDWARE
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Feature Omission Practice

Nike Air Max Plus
Shoe and Upper 

Design Patent

Trademark 
omitted 

in design 
claim
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Indeterminate Length
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Adding Scope –
Indeterminate Length

Relative Width of Structure 
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Add Scope –
Indeterminate Length
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Adding Scope –
Indeterminate Length
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Multiple Embodiments



McAndrews Held & Malloy 37
Christopher V. Carani
ccarani@mhmlaw.com

January 15, 2005

Multiple Embodiments
Save money – Increase Scope

Third 
Embodiment

Second 
Embodiment

First Embodiment
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Multiple Embodiments
Save money – Increase Scope

One Application, One Claim  – But Two Embodiments

First Embodiment Second Embodiment
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Multiple Embodiments –
Save money – Increase Scope

First
Embodiment

Second
Embodiment

Third
Embodiment

Fourth
Embodiment

One Application – Four Embodiments
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Multiple Embodiments Furniture
Save money – Increase Scope

One Application – Three Embodiments
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Multiple Applications
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Multiple Applications
Maximize Coverage - Shoes

Des. 284,420

“SHOE SOLE”

Des. 287,301

“SHOE UPPER”
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Multiple Applications – Maximize 
Coverage

U.S. Design 492, 501 U.S. Design 494, 774
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Multiple Embodiments and Broken 
Lines

First Embodiment

Second Embodiment

w/broken lines
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Be Creative to Capture Design

• What drives the design?
– Shape
– Surface ornamentation
– Color contrast
– Texture contrast

• What will competitors 
simulate/copy?
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Drafting Tips

• Remember every solid line is a 
potential limitation – Use Broken Lines

• Use Indeterminate Length to give 
breadth to proportions

• Multiple Embodiments provide scope
• Multiple novel features use multiple 

applications
• Know thy Prior Art
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ENFORCEMENT

O.K., YOU HAVE A 
DESIGN 
PATENT…NOW 
WHAT?
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DESIGN PATENT 
INFRINGEMENT

• Two tests – both must be satisfied
1. Ordinary Observer
2. Point of Novelty
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Ordinary Observer Test

• Does the accused design have a 
substantially similar overall visual 
appearance?
– Ordinary Purchaser
– Ordinary Purchasing Conditions
– Not an expert’s opinion
– Minor differences will not prevent 

finding of infringement
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Point of Novelty Test

• Does the accused design incorporate 
the novel aspects of the design? 

• Why do we have the test?
• Differences between claimed design 

and the prior art
• Can reside in the combination
• Dominant Feature Statement
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DAMAGES

• Infringer’s Profits
• Lost Profits
• Reasonable Royalty
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What to Take Away

• Quick, Cheap, and Effective
• With Proper Strategy, Broad Protection 

Available
• No Maintenance Fees
• No Need for “Secondary Meaning”
• Damages include Infringer’s Profits
• Preliminary Injunctions 
• Infringement Test Relatively Straightforward
• Centralized Appeals Court Provides 

Certainty
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Humorous Design Patents
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