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Baseball-Related Design Patents
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Golf-Related Design Patents
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Fishing-Related Design Patents
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CLAIM
The ornamental design of  fishing rod, as shown and
aescribed.
DESCRIPTION
FIG. 1is 2 plan view of a ishing rod showing my new

2 a front view of the fishing rod;
FIG. 3 is ¢ botiom view: of the fishin rod;
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FIG. 5is an enlarged right side view of
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Football-Related Design Patents
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Soccer-Related Design Patents

«

United States Patent 1) I Patent Number:  Des. 416,746
Kotogy et al, 115) Dat Nav, 23, 1999

United States Patent (1 Patent Number: Des. 311,977
Eghamn [ss51Date of Patent: ¢y Nov. 6, 1990

(511 ROLND SOCCER BALL TOWET

IR R

Referesce Cliod United States Patent 19 1 Patent Number: Des, 324,938
us. 'DOCUMENTS. 145} Date of Pater dar. 31, 1992

2] s,
58] Field of Search .

1614

TN
United States Patent (. o I

Sherwood et

0 0 O O
.4

(4] INFLATABLE SUCCER GOAL

ited States Design Patent o r

Christopher V. Carani
ccarani@mhmlaw.com




January 15, 2005

Sole Design
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Sandal Designs
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described.

DESCRIPTION

VIG. 1 is a top perspective view of a right sandal of the pair
of sandals, showing the new design;

FIG

116

FIG. 4 1 it side elevational view taken from FIG. 1;
FIG. 5 is a left side clevational view (aken from G I
FIG. 6 is  top plan v en from FIG. 1; and,

11G. 7 is a bottom plan

The sandals for the left foot is the misror image of the sandal
depicted in FIGS. 1 through 7.
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ke Design Patents - Shoes
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Applications & Issuance 1
Wordlwide

- E.U.1 3

— China t g S
Why? :

— Looks Matter 8

— More importance placed

. 5,000 -
on design
— Insidious reason
— S.Ct. Commentary ;

iesign Patents on The Rise

20,349

14,788

D577
10,648

1980

1982

1984

1986

1988

1990

1992
1994
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Recent Design Patent
Infringement Awards

Nike, Inc. v. Wal-Mart Stores, Inc. (shoes)
— $5.65 million and injunction

Door-Master, Inc. v. Yorktowne, Inc. (cabinet
doors)

— ~$1.0 million and injunction

Braun, Inc. v. Dynamics Corp. of America
(blender)

— ~ $1.0 million and injunction
Catalina Lighting Inc. v. Lamps Plus, Inc.
(lightning fixture)

— ~$900,000 and injunction  chiswopnerv. caran

ccarani@mhmlaw.com 13
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DESIGN PATENT
BASICS

Strategies and Pitfalls
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What does it protect?

Appearance of the article of
Manufacture

— Shape

— Surface Ornamentation
— Color

— Or Combination of all

Christopher V. Carani
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Statutory Requirements

THREE MAIN REQUIREMENTS

Ornamental
Novel
Non-Obvious

Christopher V. Carani
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Yes, you can claim color
But be careful....

United States Patent i Des, 271,535
H
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Color Combinations - Contrast
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“Ornamental”? - Nuts and Bolts?
YES!
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“Ornamental’. ..
Need not be beautiful...

“the beauty and ornamentation
requisite in design patents is not
confined to such as may be found in

the aesthetic or fine arts.” Inre
Koehring, 17 C.C.P.A. 774, 37 F.2d 421,
422 (CCPA 1930)

TEST: Does the patent include “design
choice(s)"?

Christopher V. Carani
ccarani@mhmlaw.com 20
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Example of Design Patent Iltem
Held to be Invali

A AT MM O

e NO “DESIGN” —-Why? To fit
Into the key hole this is the
way the blade must look

Best Lock Corp. v. llco
Unican Corp., 94 F.3d 1563
== (Fed.Cir. 1997)

Christopher V. Carani
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Avoid Problem —
Include Ornamental Aspects

LS04 I US013Y:

«» United States Design Patent o pate : US D491,788 § «» United States Design Patent (v Patent No.:
Kim @5 L : Handel et al. 3y Date of P

v s - @ 50 KEY

Invemors: Mark Van

Mo
—Prabhakar Deshiukll
k& Surton 110 John
CLAIM
T rnmental desizn o st and deseribd.
DESCRIPITON
Tk

i | Drawing Sheet

Key Handle + Key Blade Key Handle

Christopher V. Carani
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Hard Facts

Filing to Issuance 12-18 month avg.

35 U.S.C. § 282, Presumption of
Validity

One claim

Duration: 14 years

No Maintenance Fees

Christopher V. Carani
ccarani@mhmlaw.com 23
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Rocket Docket

Request to Expedite
“Rocket Docket”

-37 C.F.R. 8§ 1.155

—Seasonal Goods

da
i

Des. 380,417
=+Jul. 1, 1997

US00D3804173
(111 Patent Number:

451 Date of Patent:

Inventor: Christopher Hardy, 2500 Stockyard
Rd., Springfield, TIL. 62072

Term: 14 Years

Appl. No.: 65,718
Filed: May 2, 1997
LOC (6) Cl. ...

United States Patent uv

Hardy

CANDLE HOLDER
lsvenice:  Christopher Hardy, 2500 Seeckyard
Rd., Speisgfchd, 1L 62072
*] Term: 14 Years

Appl Mo.: 65,718
Filed:  May 2, 1997
LOC (& O = — R L]
2] US.CL . DI6NE; DIM3L; DIADS:
nst
Fled of Search D26,
D2AE/13-1 11125, 288290,
3621141 i 2; DMLE2S. 157
References Cited
US PATENT DOCUMENTS
D 257641 121980 Taylor

_. DIvs?
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1) Patent Number:  Des, 380,417
51  Date of Patent: sJul. 1, 1997
ATEIPIT 111988 Vremos _ amnet

4926298 SM990 Himmenman
526229 VA Leshant . IENIEL

OTHER PUBLICATIONS

The Horchow Collection, Awng. 1979, p 48, Bem (D),
Fastened Clear Acrylic Candlestick Holder

The Gallery of Amsterdam, 1084, liem (), Beveled and
Leaded Class Casdle Clusser &

Global Besign Caialog. Jul. 25.

Holder

Ilsmisatioss Catslog, Holidsy 1996 p. 16, Tem (D),
Ready-To-Give Candiss: Good Fortuse Canile.
Primary Examiner—Alsa P Douglas

Assiriant Examiner—Rokin V. Taylot

1571 CLADM

The ormamestal desiga for & casdle holder, &+ shown and
devcrbed

DESCRIFTION
FIG. 1 is a perspective view of 2 casdle holder showing my
mew design;
FIG. 2 & a side wiew in elevation thereof;
FIG. 3 ks o top vicw thereof; and
FIG. 4 iis 2 bowom view thereof

1 Clales, 2 Deawing Skests

24
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General Layout of

Title

Specification

Claim

US00D4Y014:

a» United States Design Patent o) patent No.: US D496,148 S

ano et al.

PALR OF SHOE OUTSOLES
"
Ki

Appl. Nov: 2
Vil Dec. § 2003

ign Application Pris
18203 P

10C M Q.
)8, ¢l

References Cited

US. PATLNT DOCUMENTS

I
D301 § yanos
DIIZE S~ 101993 Mibwi

i S0 21993 Kowssaki

c of Patent: p. 21, 2004

DHIO™ S 61994 Tukuoks D2
s 2

i
400 Cretinan o 4l

72NN Ruth

112000 Labr

1220000 LalBery D2
3203 Recchi 12960
* cited by examiner

Primary Examiner— clia A. Murphy

(74 Attoirney, Agent. or Fiem—Michae] Zull

&7 CLAIM

1 el the oroamental design Tor 1 pair of shoc il
shown and deseribed

4 pai o shoe
¥ e desig e Left sl be
Emage, and being removed for convenience of illus
And the hroken lines showing a shov upper ilhsiraes the
n of the design that forms no art of the claim;
is 4 bonoen plan view thercof
ational vie heseal
FIG. & i a left side clevational view thereo
FIG. § is 4 Tront elevational view theteol: and,
FIG. § is 4 rear clevational view (heroof

1 Claim, 6 Dr

Christopher V.
ccarani@mhmlaw.com

iesign Patent

Carani
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4 WAYS TO INCREASE SCOPE
OF DESIGN PATENTS

Broken Lines ("Dotted Lines")
Indeterminate Length
Multiple Embodiments
Multiple Applications

Christopher V. Carani
ccarani@mhmlaw.com 26
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Use Broken Lines - Add Scope

O A

Disclaim
design of
legs

Christopher V. Carani
ccarani@mhmlaw.com 28
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Disclaim Hardware — Add Scope

The views of the table not shown form no part of the claimed
design. The dashed lines depicting furniture legs and hard-
ware represent environmental elements only and form no
part of the claimed design.

Christopher V. Carani
ccarani@mhmlaw.com
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Disclaim Hardware — Add Scope

DISCLAIM
HARDWARE

The broken lines depicting hardware represent envi-

ronmental elements only and form no part of the claimed
design.

Christopher V. Carani
ccarani@mhmlaw.com
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Feature Omission Practice

"? J | Nike Air Max Plus
_ r“"q;..,_ Shoe and Upper
Yo N L Design Patent

Trademark i e
omitted e A
In design D I

claim S e

Christopher V. Carani
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Indeterminate Length

Christopher V. Carani
ccarani@mhmlaw.com 32
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Indeterminate Length

Relative Width of Structure

Christopher V. Carani
ccarani@mhmlaw.com 33
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Length

Add Scope —
Indeterminate

Christopher V. Carani
ccarani@mhmlaw.com
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Adding Scope —
Indeterminate Length

0 0O

d States Design Patent

(51 FURNTTURE PART OF INDETERMINATE
LENGTH

Leste cull. 11

DESCRIPTION

Christopher V. Carani
ccarani@mhmlaw.com
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Multiple Embodiments

Christopher V. Carani
ccarani@mhmlaw.com 36
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Multiple Embodiments
Save money — Increase Scope

Second Third
Embodiment Embodiment

First Embodiment

Christopher V. Carani
ccarani@mhmlaw.com 37
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Multiple Embodiments
Save money — Increase Scope

One Application, One Claim — But Two Embodiments

First Embodiment Second Embodiment

Christopher V. Carani
ccarani@mhmlaw.com 38
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Multiple Embodiments —
Save money — Increase Scope

One Application — Four Embodiments

First Second Third Fourth
Embodiment Embodiment Embodiment Embodiment

Christopher V. Carani
ccarani@mhmlaw.com 39
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Multiple Embodiments Furniture
Save money — Increase Scope

One Application — Three Embodiments

Christopher V. Carani
ccarani@mhmlaw.com 40
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Multiple Applications

Christopher V. Carani
ccarani@mhmlaw.com 41
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Multiple Applications
Maximize Coverage - Shoes

Des. 284,420
“SHOE SOLFE”

Des. 287,301
“‘SHOE UPPER”

Christopher V. Carani
ccarani@mhmlaw.com

42



January 15, 2005

Multiple Applications — Maximize
Coverage

U.S. Design 492, 501 U.S. Design 494, 774

Christopher V. Carani
ccarani@mhmlaw.com 43
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Multiple Embodiments and Broken
Lines

First Embodiment MW

Second Embodiment

w/broken lines

Christopher V. Carani
ccarani@mhmlaw.com 44
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Be Creative to Capture Design

What drives the design?
— Shape

— Surface ornamentation
— Color contrast

— Texture contrast

What will competitors
simulate/copy?

Christopher V. Carani
ccarani@mhmlaw.com 45
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Drafting Tips

Remember every solid line is a
potential limitation — Use Broken Lines

Use Indeterminate Length to give
breadth to proportions

Multiple Embodiments provide scope

Multiple novel features - use multiple
applications

Know thy Prior Art

Christopher V. Carani
ccarani@mhmlaw.com
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ENFORCEMENT

O.K., YOU HAVE A
DESIGN
PATENT...NOW
WHAT?

Christopher V. Carani
ccarani@mhmlaw.com 47
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DESIGN PATENT
INFRINGEMENT

Two tests — both must be satisfied
1. Ordinary Observer
2. Point of Novelty

Christopher V. Carani
ccarani@mhmlaw.com 48
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Ordinary Observer Test

Does the accused design have a
substantially similar overall visual
appearance?

— Ordinary Purchaser

— Ordinary Purchasing Conditions

— Not an expert’'s opinion

— Minor differences will not prevent
finding of infringement

Christopher V. Carani
ccarani@mhmlaw.com 49




January 15, 2005

Point of Novelty Test

Does the accused design incorporate
the novel aspects of the design?

Why do we have the test?

Differences between claimed design
and the prior art

Can reside in the combination
Dominant Feature Statement

Christopher V. Carani
ccarani@mhmlaw.com
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DAMAGES

Infringer’s Profits
Lost Profits
Reasonable Royalty

Christopher V. Carani
ccarani@mhmlaw.com 51
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What to Take Away

Quick, Cheap, and Effective

With Proper Strategy, Broad Protection
Available

No Maintenance Fees

No Need for “Secondary Meaning”
Damages include Infringer’'s Profits
Preliminary Injunctions

Infringement Test Relatively Straightforward

Centralized Appeals Court Provides
Certainty

Christopher V. Carani
ccarani@mhmlaw.com 92
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Humorous Design

DAY ARVROIY QT

ited States Design Patent 96,090 $

14,2004

Patents

Christopher V. Carani
ccarani@mhmlaw.com
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