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BY CHRISTOPHER V. CARANI1

T he Rosetta Stone, by leading the way 
to the decipherment of the principles 
of hieroglyphic writing, unlocked 

many of the most perplexing mysteries of 
ancient Egypt. Patent practitioners and 
design patent holders alike are anxiously 
awaiting to see whether the forthcoming en 
banc Federal Circuit decision in Egyptian 
Goddess, Inc. v. Swisa, Inc. et al. will 
have the same demystifying effect on the 
perplexing questions facing design patent 
jurisprudence. Egyptian Goddess repre-
sents the most important design patent case 
since 1871 when the U.S. Supreme Court 
in Gorham v. White first set forth the test 
for design patent infringement.   Indeed, 
Egyptian Goddess marks the first time that 
the Federal Circuit has agreed to hear a 
design patent case en banc.2   As further 
evidence of the case’s magnitude, scores of 
amici curiae filed briefs, including some of 
the U.S.’s largest corporations (e.g. Apple, 
Ford, Nike, etc.), national, international 
and regional bar associations (e.g. AIPLA, 
FICPI, FCBA, CBA, HIPLA, etc.), trade 
associations (e.g. IDSA, IPO, etc.) and even 
academia (e.g. Prof. Fryer, University of 
Baltimore). The case has caused such a 
stir because the en banc Federal Circuit 
will attempt to decipher two cryptic, yet 
critically fundamental, issues of design 
patent jurisprudence: (1) does claim con-
struction apply to design patents? and (2) 
what should be the test for design patent 
infringement? 

SYNOPSIS OF tHE FACtS, PROCEDURAL 
HIStORY, AND ISSUES PRESENtED IN 
EGYPTIAN GODDESS

Egyptian Goddess, Inc. (“Egyptian 
Goddess”) sued Swisa, Inc. (“Swisa”), 
claiming that U.S. Design Patent 467,389 
(“D’389 patent”) was infringed by certain 
Swisa fingernail buffers. Swisa moved for 
summary judgment of non-infringement and 
invalidity. In support of its infringement 
claim, Egyptian Goddess asserted that the 

point of novelty of D’389 was the unique 
combination of four design elements, which 
were all individually known in the prior 
art. The district court granted summary 
judgment of non-infringement, holding that 
Egyptian Goddess failed to satisfy its bur-
den under the point of novelty test, one 
of the two required tests for design patent 
infringement under current Federal Circuit 
law. Egyptian Goddess appealed the district 
court’s decision. It is critical to note at this 
juncture that the only issue on appeal was 
non-infringement. The district court did not 
rule on the summary judgment motion for 
invalidity, and thus issues of validity are 
not before the Federal Circuit.

On appeal, the Federal Circuit Panel 
majority, made up of Judge Moore (writing 
the opinion for the majority) and Senior 
Judge Archer, affirmed the district court’s 
summary judgment of non-infringement, 
agreeing that Egyptian Goddess had failed 
to satisfy its burden under the point of 
novelty test, albeit for different reasons as 
explained below.3 (“Egyptian Goddess I”). 

In reaching its decision, the Panel 
majority recited its precedent requiring two 
distinct tests for establishing design patent 
infringement, the ordinary observer test and 
the point of novelty test.4 However, when 
analyzing Egyptian Goddess’s asserted 
combination point of novelty (comprised 
of four known design elements), the Panel 
majority came up with a new requirement: 
“[f]or a combination of individually known 
elements to constitute a point of novelty, the 
combination must be a non-trivial advance 
over the prior art.”5 Using this newly fash-
ioned requirement (a requirement neither 
found in precedent, used by the district 
court, nor briefed by the parties), the Panel 
majority affirmed the summary judgment of 
non-infringement reasoning that Egyptian 
Goddess’s asserted point of novelty was not 
a “non-trivial advance” over the prior art. 
(“In light of the prior art, no reasonable 
juror could conclude that EGI’s asserted 
point of novelty constituted a non-trivial 
advance over the prior art.”) Judge Dyk 

wrote a lengthy dissenting opinion criticiz-
ing the Panel majority’s new Non-Triviality 
Requirement. 

Egyptian Goddess filed a Petition for 
Rehearing and Rehearing En Banc arguing 
against the new Non-Triviality Requirement. 
On November 26, 2007, the en banc Federal 
Circuit vacated Egyptian Goddess I, rein-
stated the appeal, and granted the Petition 
for Rehearing En Banc. What is remarkable 
about the en banc Order is that the Federal 
Circuit requested briefing far beyond the 
controversial Non-Triviality Requirement, 
asking two cryptic, but fundamental, ques-
tions: (1) does claim construction apply to 
design patents? and (2) what should be the 
test for design patent infringement? While 
the decision to take on these two questions 
was a resounding signal that the Federal 
Circuit is poised to commence its search for 
the Rosetta Stone for design patent juris-
prudence, whether it will find the coveted 
talisman remains unclear.

DOES CLAIM CONStRUCtION APPLY tO 
DESIGN PAtENtS?

In Markman v. Westview Instruments, 
Inc., the Supreme Court ruled that the 
construction of “patent” claims is a respon-
sibility for courts, not juries.6 However, the 
Markman Court did not specify the types 
of “patents” to which claim construction 
applies; Markman involved a utility pat-
ent, not a design patent.7 Thus, the Federal 
Circuit has been left to decide whether and 
how to apply claim construction to design 
patents. 

Historically speaking, the Federal 
Circuit first applied claim construction to a 
design patent in Elmer v. ICC Fabricating, 
Inc., 67 F.3d 1571 (Fed. Cir. 1995). Elmer 
provided no discussion on whether or why 
claim construction applied to design pat-
ents; the Elmer court simply applied it. 
Since Elmer, courts have taken vastly dif-
ferent approaches to design patent claim 
construction. Some have simply relied on 
the design patent drawings,8 while others 
have translated the design patent draw-
ings into long recitations of words.9 This 
confusing set of approaches has begged for 
further guidance from the Federal Circuit. 
While most all of the parties and amici in 
Egyptian Goddess agree that claim con-
struction applies to design patents (in some 
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form or another), there is sharp disagree-
ment on whether a court should attempt 
to translate claim drawings into words as 
part of its claim construction. By way of 
example, if a design patent in question 
depicts a ceiling fan, should a court, as a 
matter of law and as part of claim construc-
tion, describe the ceiling fan in words or 
should it simply let the design patent draw-
ings speak for themselves.10 For the reasons 
set forth herein, courts should not endeavor 
to verbalize design patents as part of claim 
construction. 

Any discussion of design should be 
placed against the backdrop that words are 
most often futile in describing the appear-
ance of a design. For example, if one were 
asked to describe the overall appearance of 
the Mona Lisa, which would be more effi-
cient – words or the image itself?

Whether an art aficionado or an ordinary 
observer, the answer is clear: the image 
of the Mona Lisa itself is the most effec-
tive means for communicating its overall 
appearance. The same is true for design 
patents.

Unlike Utility Patents, The Claims Of 
Design Patents Are The Drawings

Utility patents present claims in words; 
design patents present claims in drawings.11 
In other words, the drawings in a design pat-
ent are the claim; every solid line forms part 
of the claim.12 Design patents do not contain, 

and are required to have, verbalizations of 
the claimed design.

Words are not used to communicate 
designs because they are ill-suited for the 
task. Verbal descriptions are almost always 
too broad or too narrow. While, yes, words 
are capable of listing some, or even all, of the 
individual features of the drawings, they are 
simply ill-suited for communicating the over-
all appearance of all of the elements, includ-
ing the relative and spatial relationships 
of each and every solid line in the claim. 
Moreover, when verbalizations are employed 
to capture the entire claim and a list of fea-
tures is set forth, verbalizations may inaccu-
rately convey that the listed features all have 
an equivalent effect on the eye. Further, if 
a court were to include words to empha-
size the relative predominance of certain 
aspects of the design (i.e., major, minor, 
etc.), here again, these terms are unlikely 
to communicate the overall appearance. 
In reality, depending on the observer, the 
eye may very well focus on certain aspects 
of the drawings and minimize others. Thus, 
inasmuch as design patents are claimed with 
drawings, the only effective means by which 
to communicate each and every aspect of the 
claimed design are the drawings. In short, 
the best description of the drawings is the 
drawings themselves.13

Gorham Makes Clear That The Ordinary 
Observer’s Perception Of The Drawings 
Should Control Claim Construction

In Gorham v. White, 81 U.S 511 (1871), 
the Supreme Court explained that, for 
design patent infringement, the “control-
ling consideration is the resultant effect” of 
the overall design on the “eye of the ordi-
nary observer”.14 Thus, it is the perception 
of the eye of the ordinary observer, not the 
court, which should control claim construc-
tion. As Gorham makes clear, the design 
patent infringement test seeks the ordinary 
observer’s perception and comparison of 
two designs: (1) the accused design, and 
(2) the claimed design.15 By attempting to 
translate the claimed design into words, a 
court improperly usurps half of the ordinary 
observer’s mandate.

Even if verbalizations are provided, they 
are unneeded because they have no role in 
the design patent infringement or invalidity 
analyses. Both analyses compare images to 
images, not words to images. Simply put, 

because the tests are visual, there is no 
need for verbalized claim constructions to 
decide issues of design patent infringement 
or invalidity.

Attempts to completely verbalize design 
patent claims have great potential to confuse 
jurors. For example, if the juror is charged 
with conducting the visual infringement test 
mandated by Gorham, but then given a 
written claim construction from the court, 
which should control? A juror’s perception 
of the overall appearance of the claimed 
design may very well differ from the court’s 
expressed verbalization (and for that matter 
the court’s perception). It is also possible 
that a juror’s perception may change after 
reading the court’s construction. Even if the 
court only provides the written instruction as 
a guide, the same problems of undue influ-
ence or changed perception persist. Such a 
predicament is bound to yield inconsistent 
and compromised results. When the draw-
ings are the “controlling consideration,” 
however, the jury’s task is much simpler and 
straightforward: look at the two designs and 
determine whether the overall appearances 
of the claimed and the accused designs are 
substantially similar.

Giving primacy to the drawings is not 
to say that a court cannot provide instruc-
tion to the fact-finder on how to conduct 
the visual comparison.16 Further, a court is 
not hamstrung from providing appropriate 
guidance that will assist the fact-finder in 
better understanding the claim. For exam-
ple, a court may instruct the jury on the 
specific meaning of drafting conventions 
that may appear in the drawing, such as, 
phantom lines, indeterminate break lines, 
stippling, oblique lines, surface shading, 
color markings, and multiple embodiments. 
Furthermore, in appropriate circumstances 
(e.g., prosecution history estoppel, terminal 
disclaimers, characteristic features state-
ments, etc.), a court may also explain indi-
vidual elements of the design.17 But courts 
should not, as a matter of law, verbalize, or 
even attempt to verbalize, the overall visual 
appearance of the claimed design.18

WHAt SHOULD BE THE TESt FOR 
DESIGN PAtENt INFRINGMENt?

Current design patent jurisprudence 
requires the satisfaction of two distinct tests 
to establish design patent infringement, 








